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ENTRY OF FINAL AGENCY ACTION MAR 1 R onm 

IN CONNECTION WITH PETITION Um 

FOR CORRECTED FILING DATE TECHNOLOGY CENTER R3700 



Office of Petitions: 
Attention John J. Gillon, Jr. 

Commissioner of Patents 
Washington, D.C. 20231 

Sir: 

This is a request for reconsideration of a decision (Paper No. 21 - dated November 21, 
2003) dismissing applicants' renewed petition requesting that the subject application be accorded 
a filing date of June 9, 2001. 

In the even that the decision is adhered to, applicants also request that the decision be 
made final so that applicants can seek redress by way of civil action in a court of proper 
jurisdiction. 

Prompt consideration of this request also is requested. The subject application has been 
allowed and the deadline for paying the issue fee in this application is May 24, 2004. 
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Applicants' undersigned representative requests that any fee that may be required 
pursuant to 37 C.F.R. §§ 1.17(h) or otherwise in order to consider this request for reconsideration 
be charged to our Deposit Account No. 19-0733. To the extent applicants may later be entitled 
to a refund of any fee so-charged, it should be credited to our Deposit Account No. 19-0733. 

The underlying petition was filed under 37 C.F.R. 1.181(a)(2) and pursuant to 37 C.F.R. 
1.53(e)(2). In that petition, applicants sought a determination of their entitlement to a filing date 
of June 9, 2001, the date that the inventors fully complied with 37 C.F.R. 1.53(b) by filing in 
accordance with 37 C.F.R 1.10, a specification as prescribed by 35 U.S.C. 112 containing a 
description pursuant to § 1 .71 and at least one claim pursuant to § 1 ,75. 

REASON FOR RECONSIDERATION/POINTS OVERLOOKED 
In the decision, one critical fact in the sequence of events was completely overlooked, as 
was applicants' primary argument in support of their entitlement to the June 9, 2001 filing date 
for their application. Indeed, a statement in the descision indicated that the Renewed Petition 
"addresses no new issues." We submit that this statement is patently incorrect. The earlier 
petitions did not address the significance of the Official Filing Reciept of December 2001 and of 
the relevant portions of MPEP §503 relating to the issuance of a Filing Receipt. 
KEY FACTS NOT MENTIONED IN THE DECISION: 

Following June 9, 2001, the date on which the "application was deposited," an official 
Filing receipt was issued by the United States Patent and Trademark Office dated December 20, 
2001. That Filing Receipt identified the application number 09/878,860 and accorded that 
application a filing date of June 9, 2001. (MD2]| 11 -Exhibit 6). 1 That Filing Receipt also 
identified the Group Art Unit of the application as 3711, acknowledged the claim to benefit of 
the previously filed Provisional Application 60/211,208 and granted a foreign filing license to 



1 Citations in this request for reconsideration are to documents appended to the original Renewed Petition 

filed September 9, 2003. Reference to MDl^fl refers to paragraph 1 of the first declaration of George Mockry filed 
with the first petiton (a copy of that declaration was submitted as Attachment A to the Renewed Petition and has 
been annotated with paragraph numbers). Citation to MD2K1 refers to paragraph 1 of the second declaration of 
George Mockry first filed with the Renewed Petition as Attachment B. The referenced Exhibits refer to the Exhibits 
attached to the second Mockry declaration and the Renewed Petition itself. 
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the application as of December 20, 2001. (MD2 - Exhibit 6). It was not until almost three 
months later, on March 15, 2002, that the Office of Initial Patent Examination (OIPE) then 
mailed a Notice of Incomplete Nonprovisional Application to the inventors. (Exhibit D). 
KEY ARGUMENT TOTALLY IGNORED 

MPEP §503 makes the issuance of a filing receipt by the USPTO prima facie 
evidence of compliance with Rule 53(b). 
MPEP §503 states unequivocally: 

OIPE mails a filing receipt to the attorney or agent, if any, 
otherwise to the applicant, for each application which meets the 
minimum requirements to receive a filing date. (Emphasis 
added) 

The filing receipt represents the official assignment by the 
USPTO of a specific application number and confirmation 
number to a particular application. See 37 CFR 1.54(b). 
(Emphasis added) 

...as between inconsistent filing receipts and postcard 
receipts, the application number on the filing receipt is 
controlling. 

The filing receipt will be mailed at the time a 
detrmination is made that the application meets the minimum 
requirements to receive a filing date. (Emphasis added) 

Here, a filing receipt was mailed to applicants in December 2001, long prior to the date 
the Office issued the Notice o Incomplete Application in March 2002. Based on the USPTO's 
own rules, the complete application, thus was received and processed by OIPE. It was not until 
after that date that the USPTO apparently lost the application. 

Thus, as of December 20, 2001, the USPTO confirmed that Mockry had filed papers that 
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met the minimum requirements for the application to receive a filing date - that is a written 
description and at least one claim were provided. In the absence of satisfying those 
requirements, the filing receipt never should have issued. It was not until sometime after 
comfirming the proper filing of the application that the USPTO apparently lost applicants' 
written specification. 

Unless the USPTO is going to assume that it did not comply with a pair of its own 
regulations (incuding both the issuance of the filing receipt and the handling of the return 
postcard) and thus ignore the long accepted principal of administrative regularity, the facts of 
this case demand the conclusion that a written description was received and processed by the 
USPTO following the filing of the application on June 9, 2001. 

As demonstrated by the previously filed Mockry declarations and the Renewed Petition, 
that application was identical to Mockrys' earlier filed Priovisional application. It was only after 
the issuance of the December 2001 filing receipt that the USPTO somehow misplaced that 
application. When viewed together, that December 2001 filing receipt, which acknowledges the 
claim to priority to the earlier provisonal application by both serial number and filing date, 
together with the postcard receipt and the Mockry declarations, present a coherent and persuasive 
picture confirming that the original two page provisional application constituted the written 
description filed on June 9, 2001. 

We submit that the USPTO should be bound by its own rules and must accept its own 
actions and provide the subject application with the original June 9, 2001 filing date. 

ADDITIONAL POINTS 

The decision seems to attach great significance to the fact that the post card also did not 
identify the priority information (Provisional Application filing number or filing date). Aside 
from the fact that the PTO's rules do not require that information on the post card, papers 
accompanying the post card, which the PTO does not deny receiving, DID contain that 
information. Indeed, the issuance of the Official Filing Receipt in December 2001 is but further 
irrefutable evidence on that point. We submit that when the complete picture of actions by both 
applicant and the Office is considered, the unmistakable conclusion is that the inventors fully 
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complied with 37 C.F.R. 1.53(b) by filing, in accordance with 37 C.F.R 1.10, a specification as 
prescribed by 35 U.S.C. 1 12 containing a description pursuant to §1.71 and at least one claim 
pursuant to §1.75. 

Second, the decision ignores the provisions of MPEP §503, requiring that once the Patent 
Office received the application papers: 

The person receiving the item(s) in the USPTO will check the 
listing on the postcard against the item(s) being filed to be sure they 
are properly identified and that all items listed on the postcard are 
presently being submitted to the USPTO. If any of the items listed 
on the postcard are not being submitted to the USPTO, those items 
will be crossed off and the postcard initialed by the person receiving 
the items. 

In this case, Mockry received the return postcard with NOT A SINGLE ITEM indicated as 
missing. The only logical conclusion is that all of the listed items were received and processed 
by the OIPE. 

CONCLUSION 

When the record and action of the USPTO are viewed as a whole, one is left with the 
unmistakable conclusion that the USPTO accepted the June 9, 2001 filing of the original 
provisional application, which applicant has testified he filed, as the specification of the 
subsequent nonprovisional application and generally acted consistent with that acceptance, save 
for the wrongful issuance of the Notice of Incomplate application. 

Applicants simply ask that common sense not be left out of the reconsideration of the 
petition and any review of their actions and the supporting documentation. 

Applicants thus request reconsideration of their request that the subject application be 
accorded a filing date of June 9, 2001, the date that the inventors fully complied with 37 C.F.R. 
1.53(b) by filing in accordance with 37 C.F.R 1.10, a specification (in this case an identical copy 
of their earlier provisional application) as prescribed by 35 U.S.C. 1 12 containing a description 
pursuant to §1.71 and at least one claim pursuant to §1.75. Again, in the event that the request 
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relief is declained, applicants request that the petition be deined as FINAL AGENCY ACTION, 
allowing them a right to seek mandamus writ in the proper court. 

Respectfully submitted, 



Date: March 12, 2004 



1001 G Street, N.W. 
Washington, D.C. 20001-4597 
(202) 824-3000 
JMS/ 



BANNER-&"W\ITCOFF, LTD. 




Joseph M. Skerpon 
Registration No. 29,864 
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